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DETAILED ACTION 
Response to Arguments 

In the amendment, filed on October 07, 2004 (the "instant amendment"), the appUcant 
argues for reconsideration of the examiner's prior 1 12*^, 1®' paragraph rejection (for failing to 
comply with the written description requirement) and the examiner's corresponding objection to 
the specification. In particular, the appUcant argues that portions of the appUcant's specification 
support the amendment, thus overcoming the examiner's 1 12^, 1^^ paragraph rejection (pages 14- 
16). 

The applicant's arguments were deemed persuasive, except for the phrases "unique to the 
recorded audio file" and "directly accessible." 

With respect an address "unique to the recorded audio file", the appUcant argued that a 
"'corresponding* address is the same as a 'unique' address. ..." (page 1 5 of the instant 
amendment). 

Applicant's argument was considered but not deemed persuasive. AppUcant failed to 
disclose where the term "unique" was expressly disclosed in the original specification. 
Therefore, the plain meaning of "unique" is considered. "Unique" means having some quality of 
being the only one by plain meaning. In contrast, the disclosed term "corresponding" means to 
compare closely to, to be equivalent to, or paraUel to, thus suggesting quaUties that are dissimilar 



Application/Control Number: 09/374,408 
Art Unit: 2645 

and even contradictory to the quality of uniqueness, 
diverge. 



Page 3 

Thus, by plain meaning these two terms 



Therefore, a person of ordinary skill in the art at the time the appUcation was filed would 
not have recognized that the inventor was in possession of the term "unique*' as claimed because 
the portions of the specification that were pointed out by the applicant disclose terms that are 
substantially dissimilar and even have contradictory quaUties, such as the term "corresponding." 

With respect to the phrase "directly accessible" audio file, the applicant points to a 
portion of the specification, which stated that "when the corresponding address is accessed , the 
audio data within the recorded audio file is transmitted fi-om the internet server to the accessing 
computer system for playback at that accessing computer system" (pages 14 and 15 of the instant 
amendment). 

Applicant's argument were considered but not deemed persuasive. The feature in the 
specification that was pointed out by the applicant above at least expressly and minimally 
discloses a step of accessing. The specification also discloses other minimally described 
accessing steps (e.g., see page 4, Unes 14-16, page 8, hues 17-22, and page 13, lines 12-14). 

However, the apphcant does not stop there. As discussed above, the basis for a 112, 
paragraph rejection is the record as a whole, including the appUcant*s arguments. In the instant 
amendment, applicant argued that directly accessing a file must also mean excluding certain 
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other steps that may occur before the step of directly accessing the file via a hyperhnk, such as 
gaining authorization and entering a file list command (page 29, last paragraph). Thus, a person 
logged onto a mailbox and staring at a Ust of hyperlinks that allow that person to directly access 
audio files (as in the prior art Bobo) could not be said to have "direct access" to those files 
according to the definition argued by the applicant, even though the person certainly does have 
direct access to those files at the current point in time. Indeed, the applicant argued that this 
more detailed and exclusive meaning of "directly" accessing is a part of the apphcant*s claimed 
invention that patentably distinguishes over the prior art. Id. However, the specification fails to 
expressly disclose that directly accessing a file means excluding any authorization steps or a list 
of messages steps that precedes it. Thus in view of the entire record, the applicant also has not 
pointed out how specification specifically support the matter introduced. 

Therefore, a person skill in the art at the time the application was filed would not have 
recognized that the inventor was in possession of the term "directly accessible" as claimed in 
view of the disclosure of the apphcation as filed. 

On page 18 of the amendment, the applicant argued that it would "not have been obvious 
to add alternate embodiments (voice message reception station) of Choksi (U.S. 6,477,243) to 
the main embodiment (facsimile message reception station)" because " onlv the sender is notified 
that the voice message has been received; not other recipient " in contrast to the facsimile system 
disclosed in the main embodiment. 
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The applicant's arguments were considered but they are not deemed persuasive. Choksi 
concentrates on the facsimile message system in the main embodiment but then states "the 
present invention should in no way be limited thereby " and that "in addition to the above 
described embodiments, a. . .voice . . . system configured in accordance with the present 
invention. ..." (col. 9, lines 33-41). Thus, a voice message system that fails to notify other 
recipients as does the facsimile messaging system (main embodiment) would not be "in 
accordance with the present invention" and would be limiting the present invention (main 
embodiment) contrary to the express teachings of Choksi. Thus, the appUcant's arguments 
second-guess the express teachings of two inventors, Himanshu Choksi and Siva V. Kumar. 

Further, one of ordinary skill in the art would have a very low skill level indeed if that 
person inspected a single patent such as Choksi but did not find it facially obvious to incorporate 
compatible features from one embodiment into the other embodiment patent, even ignoring the 
strong, express suggestions by Choksi to do so (as discussed above). 

On page 29 of the amendment, the appUcant argues that Bobo (U.S. 5,675,507) fails to 
disclose "directly" accessing the mailbox because the user has to "access the mailbox, then 
access a Ust of messages, and then. . .finally access the message." 

The appUcant's arguments were considered but they are not deemed persuasive. As 
discussed regarding the 112, 1^* paragraph rejection above below, the applicant's original 
specification fails to support the claimed phrase "directly accessible" if that phrase is to be 
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interpreted as the applicant argues (e.g., excluding certain other steps that may occur before the 
step of directly accessing the file via a hyperlink, such as an authorization step and file Usting 
steps). 

The examiner's interpretation of the claimed phrase "directly accessible" is reasonably 
broad consistent with the applicant's specification. The applicant's specification minimally 
discloses an accessing step that is not to be confused with the separately claimed transmitting 
(playback) step. For example, the user can directly access the audio file by selecting the anchor 
(hyperlink) as consistent at several instances with the applicant's specification (e.g., see page 4, 
lines 14-16, page 8, lines 17-22, and page 13, hnes 12-14), where the actual transmitting 
(playback) step involves both direct playback (transmitting the audio file to the accessing 
computer system for playback) and indirect playback (combining the audio file with another 
message and delivering the message to one or more specified locations) (page 8, lines 20-24). 
Similarly in Bobo, the user accesses the voice message (recorded audio file) on the computer 
system by selecting the anchor (col. 13, Hnes 5-33). The anchor (hyper-text link) points to 
address where the file (e.g., voice message) is stored (e.g., <A HREF=l.wav") (col. 8, lines 8-20, 
col. 12, hnes 30-54, and col. 13, hnes 1-33). A separate transmitting (playback) step then occurs. 

Applicant argues on page 30 that Acharya (U.S. 6,408,296) does not teach or make 
obvious recording an audio file or associating a hyperUnk with the recorded audio file. 
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Although the appUcant*s arguments were duly considered, they were not deemed 
persuasive. AppUcant argues against the combination of Bobo and Acharya in a manner 
inconsistent with how the examiner actually combined the references. For exarrple, the 
examiner expressly reUed on Bobo to disclose associating a hyperlink (address) with the 
recorded file and even strongly suggesting that such an address would be unique (see page 16 of 
the last Office action). The examiner then reUed on Acharya to teach the ability of the hyperlink 
(address) disclosed by Bobo to point to an address unique to the recorded file disclosed by Bobo 
(see page 17 of the last Office action). 

Applicant argues on page 39 that in Uppaluru "there is no indication" that the audio files 
are transmitted to a conventional web browser. 

Although the applicant's arguments were duly considered, they were not deemed 
persuasive. Applicant's arguments are directed to a feature (transmitting audio files to a 
conventional web browser) that is not claimed. The claims only require that the audio files are 
transmitted to a "computer system", which reads on the voice browser of Uppaluru, which in tum 
sends the audio files to the user via a telephone connection. The term "computer system" is a 
broad term that can be reasonably interpreted to include more than just a "web browser". 

The remaining applicant arguments are conclusory, clearly taught by the prior art, 
previously answered in the extensive prosecution history for this case, or derive fi"om the 



Application/Control Number: 09/374,408 Page 8 

Art Unit: 2645 

arguments already addressed above (including arguing against a 103 combination of references 
in a manner inconsistent with how the examiner actually combined the references). 

For the above reasons, the following rejections are repeated except where any new 
grounds of rejection are due to the appUcant's amendment to the claims. 



Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-50 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to corr5)ly with 
the written description requirement. 

The following 112, 1^^ paragraph rejection is based on the record as a whole, including 
the amendments and arguments discussed below (MPEP § 2163.04). 

The claim(s) contains subject matter that was not described in the specification in such a 
way as to reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention (i.e., new matter). If an applicant 
amends the specification, an issue of new matter will also arise if the content of the amendment 
is not described in the apphcation as filed. See MPEP § 608.04 and § 2163.06. 
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In the instant case, an amendment, filed on April 12, 2004 as Paper No. 26, introduced 
limitations into the specification in response to an objection set forth by the examiner in the final 
rejection, mailed on Feb. 11, 2004 as Paper No. 25. Specifically, the examiner objected to the 
specification has not providing antecedent basis for the claimed subject matter. Further, certain 
portions of this claimed subject matter were not set forth in the originally presented claims (e.g., 
"independently accessible address", "separately and directly accessible", "unique to the recorded 
audio file", and "by anyone") and thus cannot be considered as part of the original specification. 
The examiner suggested making an "appropriate amendment to the specification" (Paper No. 25). 
However, the proposed amendment introduced matter into the specification that does not seem to 
be supported by those portions of the specification where those limitations were introduced. 

In a later amendment, filed on October 07, 2004 (the "instant amendment"), the applicant 
responded to the examiner's concerns above by pointing to portions of the specification that 
supported the claimed subject matter. 

Applicant's arguments with respect to the phrases "independently accessible address", 
"separately. . .accessible" and "by anyone" are deemed persuasive. Accordingly, the 1 12, 1^^ 
paragraph rejections made against the use of these particular phrases are withdrawn. 
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However, applicant's arguments concerning the limitations "directly accessible" and 
"unique to the recorded audio file" were not considered persuasive and the rejections for those 
limitations are repeated below. 

The appUcant has attempted but failed to point out how these or other portions of the 
specification specifically support the matter introduced (e.g., see the rebuttal to the appUcant*s 
arguments above). 

Further, the express support for these limitations is not apparent upon an inspection of the 
original disclosure, especially since the limitations are directed to strong and unequivocal 
language such as "directly accessible" and "unique". 

The basis of such strong claim and unequivocal terminology should be reasonably 
presented and developed in the original disclosure, especially since it the applicant has and 
continues to argue that this terminology is what distinguishes the applicant's invention over the 
prior art. 

A person of ordinary skill in the art at the time the appUcation was filed would not have 
recognized that the inventor was in possession of the term "unique" as claimed because the 
portions of the specification that were pointed out by the appUcant disclose terms that are 
substantially dissimilar and even have contradictory quahties, such as the term "corresponding" 
(see the examiner's rebuttal arguments on pages 1 and 2 above for further details). 
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A person skill in the art at the time the appKcation was filed would not have recognized 
that the inventor was in possession of the term "directly accessible" as claimed in view of the 
disclosure of the apphcation as filed because the appUcant continues to argue that such a term 
must exclude certain steps before a user directly accesses the file via a hyperhnk, such as gaining 
authorization and entering a file list command (see the examiner's rebuttal arguments on pages 3 
and 4 above for further details). Such exclusions are wholly lacking fi-om the appUcant's 
specification. 

Specification 

The amendment filed on April 12, 2004 is objected to under 35 U.S.C. 132 because it 
introduces new matter into the disclosure. 35 U.S.C. 132 states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material, which is not 
supported by the original disclosure, is as follows: ""unique to the recorded audio file" and 
"directly accessible". Applicant is required to cancel the new matter in the reply to this Office 
Action. 
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Claim Rejections Using Choksi as a Base Reference 
Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. AppUcant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-9 and 12-49 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent No. 6,477,243 Bl to Choksi et al. ("Choksi'% of record. 

With respect to claim 1 , the following paragraphs for additional details on how Choksi 
discloses particular limitations in the claim. 

The limitation "a. establishing a telephony connection between a telephony device and 
a... [fax] recording device" reads on Figs. 1 and 6 where the transmitting fax 12 establishes a 
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telephony connection via PSTN 16 in order to establish a connection with computer 18 (fax 
recording device). See also col. 5, hues 5-12. 

The limitation "b. recording... [a fax] communication transmitted over the telephony 
connection thereby establishing a recorded... [fax] file" reads on Fig. 6, steps 106 and 108 where 
the transmitted fax is received and stored on computer 18. 

The limitation "c. associating an independently accessible address with the 
recorded... [fax] file, such that when the address is accessed using the conputer system, the 
recorded... [fax] file is transmitted to the computer system for playback" reads on Choksi as 
follows. Upon receipt of the fax, an e-mail including the URL of a web page at which the stored 
fax message may be sent to the user (col. 8, lines 49-56). The user then may access the fax 
message by visiting the web page associated with the URL within the e-mail (col. 8, lines 56-67) 
which is consistent with the applicant's specification.^ The phrase "independently accessible 
address" is extremely broad. For example, the URL (address) associated with the recorded fax 
file is an address independently accessible by any computer browser connected to the WWW. 

The limitation "wherein the recorded... [fax] file is separately and directly accessible by 
anyone using the independently accessible address" reads on Fig. 1 where the recorded fax is 
stored at a URL (as discussed above) accessible via the Internet 22 at virtually any location in the 
word An URL (address) that is accessible via the Internet at virtually any location in the world 



Application/Control Number: 09/374,408 Page 14 

Art Unit: 2645 

can be considered a separately and independently accessible address by anyone. For example, an 
"independent" computer 24 is capable of "separately" "accessing" the recorded fax file 
somewhere else on the Internet. As for being "directly" accessible, the user "directly" accesses 
the recorded file by selecting the URL within the e-mail which is consistent with the applicant's 
specification as discussed above.^ 



The limitation "wherein the independently accessible address is unique to the 
recorded... [fax] file" reads on col 7, line 65 - col. 8, line 2, col. 8, hnes 53-55, and col 10, lines 
23-28 where the address "specifies" the location (web page) of the fax file via a URL address 
within a remote e-mail message. Therefore, the address is unique to the file otherwise it would 
not be able to specify (i.e., specific to) the location of the fax file via a remote e-mail. 



Although Choksi discloses the processing of a recorded fax in the main embodiment as 
discussed above, Choksi fails to disclose in the main embodiment the recorded audio files are 
processed in the same manner. However, Choksi teaches in another embodiment that, in 
addition to processing fax files as discussed above, the system also processes voice messages 
(recorded audio files) (col. 9, lines 30-45).^ 



* This iQterpretation is consistent with the applicant's specification, which states that an e-mail containing the 
address of the message is sait to the user (page 8, lines 17-22, and page 13, lines 8-10). 

^ Note that the applicant's specification fails to provide support for the tenns "directly accessible" and "unique to the 
recorded file" as discussed above in the 35 USC 1 12 rejection. Nonetheless, examiner's intapretation is reasonably 
broad consistent with the applicant's specification as discussed above in the examiner's rebuttal to applicant's 
arguments. 

^ Note that th&t is little difference in context between the main embodiment (facsimile message reception station) 
and alternate embodiments (voice message reception station). For example, the context of providing notification 
that the message was successfully received that a message reception station in the altemate embodiment is also same 
context that the facsimile message reception station is used in tiie main embodiment contrary to applicant's 
argumoits. Specifically, Choksi teaches in the main embodiment that the facsimile message reception station also 
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Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to add the second embodiment supporting recorded audio files as taught 
by Choksi to the first embodiment disclosed by Choksi. 

The suggestion/motivation for doing so would have been that Choksi teaches that the 
"present invention should in no way be limited" to the main embodiment but instead additionally 
support recorded audio files (col 9, lines 30-45)."* In addition, it would have been facially 
obvious to one of ordinary skill in the art, upon inspecting single patent containing two 
embodiments, to have incorporated compatible features from one embodiment into the other 
embodiment because both embodiments are disclosed in the same document to the person of 
ordinary skill. 

Claim 12 differs substantively from claim 1 in the following addition limitation 
"notification is sent to a recording user responsible for recording the audio communication, the 
notification specifying..." which reads on the transmittal of the e-mail containing the URL to the 
recording user as discussed in the claim 1 rejection above. 



notifies the seadff that the message has been successfully received (abstract). The notification is an e-mail that 
includes the indepmdently accessible address as consistent with the applicant's specification and as discussed in 
footnote 1. 

4 . . . ... 

Specifically, Qioksi concentrates on an automated facsumle message system m the mam embodiment but thm 
states "the present invention should in no way be limited thgeby " and that " in addition to the above-described 
embodiments, a.. voice... system configured in accordance with the present invention may include a message 
reception station configured to received voice.. .messages.. .and to notify each sender therefor of the successful 
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Claim 17 differs substantively from claim 1 in the following limitation. The limitation 
"c. including the recorded audio file within a second file, such that when the second file is 
accessed using the computer system, the recorded audio file is available for playback at the 
computer system" reads on the transmittal of e-mail message (second file) which includes the file 
(col. 8, lines 40-58) modified to include the audio file (see the claim 1 rejection). 

Claim 22 differs substantively from claim 1 in that claim 22 recites the means to perform 
the method steps of claim 1. Therefore, see the claim 1 rejection for any additional details. In 
addition, the Umitation "a. means for establishing a telephone connection. , . " reads on Fig. 1, 
telephone 29. The Umitation "b. means for recording. ..." and "c. means for storing. . . " reads on 
Fig. 1, computer 18. 

Claim 30 differs substantively from claim 22 in that claim 30 recites a "circuit" and 
"systems" instead of "means" as in claim 22. However, the "circuit" and "systems" reads on the 
"means" of claim 22. See also Figs. 1 and 5 which illustrate the various circuits and systems to 
perform the functions recited in the claim. See the claim 22 rejection for further details. 

Claim 37 differs substantively from claim 1 in that claim 37 recites a "server" and 
"systems" to perform the method steps of claim 1. Therefore, see the claim 1 rejection for any 
additional details. Further, the limitations "a. a call processing and recording system" reads on 
Fig. 5, fax message 44 and "b. a server coupled to the call processing and recording system" 



receipt... of a message (col. 9, lines 30-41) (emphasis added) (i.e., via e-mail notification as done in the facsimile 
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reads on Fig. 5, e-mail notification server 50. The limitation "c. one or more computer systems'* 
reads on Figs. 1 and 5. Note that the above components have been modified to support recorded 
audio files (see the claim 1 rejection). 

With respect to claim 44-47 . see the claims 1, 22, 30, and 37 rejections respectively plus 
the claim 12 rejection for further details. 

Claim 48 differs substantively from claim 1 in that claim 48 recites that the file is played 
back to "each of one or more receiving users v^ho access the address." This limitation reads 
upon Bobo where the message is played back to each of the one or more users who uses the URL 
to received the recorded audio file. 

Claim 49 differs substantively from claim 1 in that it is more broadly recited. Therefore, 
see the claim 1 rejection for further details. 

With respect to claims 2 and 18 , see Fig. 5. 

With respect to claims 3,8, and 20 , see col. 8, lines 60-67. Entry of a PESf would require 
a user profile to recognize the PIN. 



system, main embodiment). 
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With respect to claims 4, 5. 9, 13. 33. and 42 , see the claims 1 and 37 rejections for 
further details. 

With respect to claims 6, 29, 36. and 43 , although Choksi discloses sending the URL in 
the e-mail as discussed above, Choksi fails to disclose that the e-mail is in the form of a 
hyperlink. 

However, "Official Notice" was taken in the last Office action that both the concept and 
advantages of including hyperlinks in e-mail would have been well known and expected in the 
art. The applicant's lack of traverse to the officially noticed fact in the last Office action (i.e., the 
response) is taken as an admission of the facts noticed. 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to add a hyperlink to the e-mail comprising the URL as disclosed by 
Choksi. 

The suggestion/motivation for doing so would have been to integrate the e-mail system 
with browsing capability and thus increase user-friendliness, efficiency and flexibility so that the 
user can directly launch a browser for the address corresponding to a particular URL address 
(i.e., eUminate browser launching and address selection steps) by simply clicking on a hyperhnk 
within the e-mail as is notoriously well-known in the art. 
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With respect to claims 7, 18. 19, 23-28, 32. 34, 35, and 39-4K see Fig, 1. 

With respect to claim 14 , the link (URL) is posted in the e-mail (predetermined location). 

With respect to claim 15 , see col. 8, lines 60-67. 

With respect to claim 16 , although Choksi discloses that the user is provided descriptive 
information regarding the message (col. 8, lines 49-67), Choksi fails to specifically disclose that 
this information include the title. 

However, "Official Notice was taken in a prior Office action that both the concept and 
advantages of including the "title" in descriptive information about a file would have been well- 
known and expected in the art. The applicant's lack of traverse to the officially noticed fact in 
the prior Office action (i.e., the response) is taken as an admission of the facts noticed. 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to add "title" to the descriptive file information disclosed by Choksi. 

The suggestion/motivation for doing so would have been to quickly convey salient and 
easily remembered information about the file such as title as is notoriously well known in the art. 

With respect to claim 2 1 , see the claim 12 rejection above. 
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With respect to claims 31 and 38 , see Fig. 5, archive 48. 

Claims 10 and 11 are rejected under 35 U.S. C. 103(a) as being unpatentable over Choksi 
as appHed to claims 1 and 9 above, and further in view of U.S. Patent No. 5,809,512 to Kato 
("Kato"), as used in the last Office action. 

Choksi fails to disclose that the user or a location profile specifies a time where the 
recorded file is available for playback after a delay period. 

However, Kato (similarly to Choksi) teaches of a multimedia message storage system 
(abstract) where the user specifies a delay period for posting (available for playback) using a 
stored, predetermined schedule (location profile) or manually (col: 75, Unes 13-25, col. 76, lines 
7-52, and col. 77, lines 1-5). 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made the add the ability for the user to specify a delay using location profile or 
manually as taught by the message storage system of Kato to the message storage system of 
Choksi. 

The suggestion/motivation with respect to a location profile would have been to increase 
the flexibility, versatility and efficiency and to reduce the cost of the message storage system by 



Application/Control Number: 09/374,408 Page 2 1 

Art Unit: 2645 

allowing the user to individually determine time periods in accordance with utilization 
conditions, CPU performance capabilities, and cost (Kato, col 76, lines 18-52). In addition, 
flexibility would have been increased by allowing the user to determine posting time such as 
when the user has an urgent need to post the message immediately. 



Claim Rejections Using Bobo as a Base Reference 
Claim Rejections - 35 USC § 103 
Claims 1-7, 9, 13-19, 22-43, and 48-50 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 5,675,507 to Bobo, n (''Bobo"), as used in the last Office 
action, in view of U.S. Patent No. 6,408,296 Bl to Acharya et al. ("Acharya"), as used in the last 
Office action. 

With respect to claim L the following paragraphs for additional details on how Bobo 
discloses particular limitations in the claim. 

The limitation "a. estabUshing a telephony connection between a telephony device and a 
call recording device" reads on Figs. 1 and 2, where a telephone call (telephony connection) is 
estabUshed between Telephone Set 26 (telephony device) and a call recording device (Message 
Storage and Dehvery System) (MSDS 10), 
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The limitation "b. recording an audio communication transmitted over the telephony 
connection thereby establishing a recorded audio file" reads on Fig. 2, step 52 where the voice 
message is recorded and stored. 

The hmitation "c. associating an independently accessible address with the recorded 
audio file, such that when the address is accessed using the computer system, the recorded audio 
file is transmitted to the computer system for playback" reads on Bobo as follows. The user 
accesses the voice message (recorded audio file) on the conputer system by selecting the anchor 
(col. 13, lines 5-33). The anchor (hyper-text link) points to address where the file (e.g., voice 
message) is stored (e.g., <A HREF=l,wav") (col. 8, lines 8-20, col 12, hues 30-54, and col. 13, 
lines 1-33), Therefore, the address is accessed using the con^uter system when the user selects 
the anchor (hypertext hnk) which points to the address of the recorded file consistent with the 
appHcant's specification.^ The phrase "independently accessible address" is extremely broad. 
For example, the URL (address) associated with the recorded audio file is an address 
independently accessible by any conqjuter browser connected to the WWW. 

The limitation "wherein the recorded audio file is separately and directly accessible by 
anyone using the independently accessible address" reads on col. 18, lines 35-56 where the 
recorded audio file is accessible via the WWW at "virtually any location in the world". An URL 
(address) that is accessible via the WWW at virtually any location in the world can be considered 
a separately and independently accessible address by anyone. For example, an "independent" 
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computer is capable of "separately" "accessing" the recorded audio file somewhere else on the 
WWW. As for being "directly" accessible, the user "directly" accesses the recorded file by 
selecting the anchor (hyperlink) consistent with the appUcant's specification as discussed above.^ 
The existence of a possible authorization requirement does not restrict anyone from accessing the 
address when that authorization information is shared, such as when families or business 
associations share joint access to information of shared interest. 

Although Bobo discloses that the address is independently accessible as discussed above, 
Bobo fails to specifically disclose that the address is "unique to the recorded audio file." 

However, Bobo teaches that the hyperlink points to as address as discussed above. The 
address represents the location of the file on a computer connected to the Internet. If the address 
was not unique to the file, then the user would have difficulty locating and retrieving the file 
after selecting the hyperlink. Further, a web hyperlink allows the user to expressly spell out the 
fiiU path of the recorded file. That is, the user can specify the content of the hyperHnk without 
structural modification to reflect the fixll path (address) unique to the recorded file. Therefore, 
Bobo strongly suggests that the content of the hyperlink (address) would have been unique to the 
file in order to successfully locate and retrieve the file. 



^ This interpretation is consistent with the applicant's specification, which states that the user accesses the address 
wliere the recorded file is stored by "selecting a hyperlink pointing to the address" (page 4, lines 14-16, page 8, lines 
17-22, and page 13, lines 12-14). 
^ See footnote 2. 
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. Nonetheless, Acharya teaches of a web system where a "each traditional hyperlink is 
associated with a single URL, each hyperlink is associated with a single file having a particular 
location on a particular server*' (i.e., the address) (col. 1, hnes 35-47). Therefore, Acharya 
teaches that each hyperlink points to an address unique to the recorded audio file. 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to add the ability of the hyperlink to point to an address unique to the 
recorded audio file as taught by the web access system of Acharya to the web access system of 
Bobo where the hyperlink points to an address of the recorded file. 

The suggestion/motivation for doing so would have been to increase the efficiency and 
reliability of recorded file retrieval. Specifically, if the hyperlink did not point to an address 
unique to the recorded file, then the system of Bobo would have had difficulties reUably locating 
and retrieving the recorded file. Further, the prior art recognizes that it is "traditional" for a 
hyperlink to point an address unique to a file (Acharya, col. 1, lines 44-50). Finally, Bobo 
provides the capability (no structural modification required) for the user to specify the content of 
the hyperlink to reflect the full path (address) unique to the recorded file as discussed above. A 
recitation of the intended use of the claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the claimed 
invention fi'om the prior art. If the prior art structure is capable of performing the intended use, 
then it meets the claim. See In re Casev , 152 USPQ 235 (CCPA 1967) and In re Otto , 136 
USPQ 458, 459 (CCPA 1963). In this way, owners of the patented prior art devices are 
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protected when using their devices as they see fit. Here, the content of the prior art hyperlink 
structure of Bobo is able to perform the intended use of identifying a unique address for the file 
as discussed above. Therefore, Bobo as modified meets the claim requirements. 

Claim 17 differs substantively from claim 1 in the following limitation. The Umitation 
"c. including the recorded audio file within a second file, such that when the second file is 
accessed using the computer system, the recorded audio file is available for playback at the 
computer system" reads on Bobo as discussed above where the recorded file is included in a 
second file such as "l.waV that is accessed via an html file containing the anchor (hyperlink) 
(first file).^ See the claim 1 rejection for additional details. 

Claim 22 differs substantively from claim 1 in that claim 22 recites the means to perform 
the method steps of claim 1 . Therefore, see the claim 1 rejection for any additional details. In 
addition, the Hmitation "a. means for estabUshing a telephone connection. . . " reads on Fig. 1, 
Telephone Set 26. "[B]. Means for recording, ..." and "c. means for storing. . . " reads on Fig. 1, 
MSDS (10). 

Claim 30 differs substantively from claim 22 in that claim 30 recites a "circuit" and 
"systems" to instead of "means" as in claim 22. However, the "circuit" and "systems" reads on 
the "means" of claim 22. Therefore, the claim 22 rejection for any further details. 
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Claim 37 differs substantively from claim 1 in that claim 37 recites a "server" and 
"systems" to perform the method steps of claim 1 . Therefore, see the claim 1 rejection for any 
additional details. Further, the limitations "a. a call processing and recording system" reads on 
Fig. 13, Central Processor (3) and "b. a server coupled to the call processing and recording 
system" reads on Fig. 13, Intemet Server 5. Note that Fig. 13 illustrates the various systems that 
conq^rise MSDS 10. See also col. 16, lines 47 - 67. The hmitation "c. one or more computer 
systems" reads on Fig. 1, Computer 32. 

Claim 48 differs substantively from claim 1 in that claim 48 recites that the file is played 
back to "each of one or more receiving users who access the address." This limitation reads 
upon Bobo where the message is played back to each of the one or more use who logs into the 
mailbox with the appropriate ID and password. 

Claim 49 differs substantively from claim 1 in that it is more broadly recited. Therefore, 
see the claim 1 rejection for ftirther details. 

Claim 50 differs substantively from claim 1 in that the recording processing includes 
selecting form a group consisting of transmitting, playing back, editing and re-recording the 
recorded audio file. Bobo as modifies teaches transmitting the recorded audio file. Bobo also 
discloses playing back and re-recording the recorded file (Fig. 1 1 and col. 14, lines 1-15). Re- 



' Note that is interpretation is also consistoit with the applicant's specification vMch also indicates that including the 
audio file within a second file such as a web page or e-mail may be accomplished by including a hypertext link 
(anchor) to a recorded file (Fig. 6, step 152 and page 16, lines 24-28). 
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recording the file and then choosing to save the re-recorded file would be an "editing" fiinction 
performed on the file. 

With respect to claim 2 , see Fig. 13, Internet Server 5 and col. 17, lines 37-43. 

With respect to claim 3 . see Fig. 8 and col 12, line 63 - col 13, hne 23. Note that the 
address (URL) is accessed when the audio file is retrieved. 

With respect to claims 4, 28, and 42 , see col. 13, Unes 10-15 where the user selects an 
anchor (hyperlink) to access a voice message (audio file). Ahhough the anchor (hyperlink) may 
be a simple HREF command referring to the voice message (audio file), selecting the hyperlink 
would still result in the html address (URL) corresponding to user's mailbox on the Intemet 
Server 5 being sent to Internet Server 5 in order for the browser to request and retrieve the voice 
message (audio file) fi'om Intemet Server 5. 

With respect to claims 5, 25, 26, 33, and 34 , see Fig. 1 where an Intemet (data) 
connection is established between the Computer 32 and the MSDS 10 in order to play back 
recorded audio (col. 12, hne 63 - col. 13, hne 33). 



With respect to claims 6, 29, 36, and 43 , see col. 13, hnes 10-15 and the claim 4 rejection 

above. 
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With respect to claims 7, 24, 32, and 39 , see Fig. 13 where the Internet Server 5 (server) 
is remote from the Computer 32 (computing system). 

With respect to claim 9 , the message storage process of Fig. 2 and message retrieval 
process of Fig. 3 are separated by time. The phrase "recorded audio file is first available for 
playback" is a broad term. For example, an audio file may be only considered "available' to the 
user when the user has established and Intemet connection and successfully logged onto the 
MSDS 10 by entering a correct logon id and password. If the user is unable to log onto the 
MSDS 10, then the audio files are "unavailable" to the user. 

With respect to claim 13 , see col. 8, lines 10-20 and col. 13, lines 16-18. 

With respect to claim 14 , the link is posted in a predetermined location, namely in the 
MSDS 10. 

With respect to claim 15 , see col 13, lines 13-14. 

With respect to claim 16 , see Table 1 (col. 12, lines 30-53). 



With respect to claim 18 , the web server would serve the html file and anchored audio 
file (step of including is performed by a server). 
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With respect to claim 19 , see Fig. 13 where the Internet Server 5 (server) is remote from 
the Corc^Duter 32 (computing system). 

With respect to claims 23, 31, and 38 , see Fig. 15, Storage (11). 

With respect to claim 27 , see Fig. 13, Intemet Server (5). 

With respect to claim 35 , see Fig. 15, Storage (11) where the html files are addressed via 
the Intemet (30), 

With respect to claim 40 , see col. 6, lines 20-22. 

With respect to claim 41 , see Fig. 1 . 

Claims 10 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bobo in 
view of Acharyra as applied to claims 1 and 9 above, and further in view of Kato. 

Bobo fails to disclose the hmitations within claims 10 and 1 1 however this would have 
been an obvious addition as taught by Kato. See the Choksi in view of Kato rejection above for 
further details regarding the obviousness of adding the teachings of Kato. 
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Claim Rejections Using Uppaluru as a Base Reference 
Claim Rejections - 35 USC § 102 
Claims L 8, 17. 20. 22, 30, 37. 48 and 49 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent NO. 5,915,001 to Uppaluru ("Uppaluru"), as used in the last 
Office action, in view of Acharya. 

Uppaluru teaches of a system for providing speech files that are accessible via the 
Internet. Significantly, Uppaluru also teaches of allowing users to make the speech files 
accessible (publishing the speech files) using a telephonic connection. 

With respect to claim 1 , the following paragraphs for additional details on how Uppaluru 
discloses particular limitations in the claim. 

The limitation "a. establishing a telephony connection between a telephony device and a 
call recording device" reads on col. 20, lines 4-10. 

The limitation "b. recording an audio communication transmitted over the telephony 
connection thereby establishing a recorded audio file" reads on col 21, hnes 10-13. 

The limitation "c. associating an independently accessible address with the recorded 
audio file, such that when the address is accessed using the computer system, the recorded audio 
filed is transmitted to the computer system for playback" reads on Uppaluru as follows. A URL 
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(address) is associated with the recorded audio files (col. 21, Unes 25-29 and col 7, lines 13-67). 
The URL can then be accessed telephonically (col. 7, hnes 28-39) or via a WWW browser (col. 
7, lines 20-21) via hyperlinks (abstract). The hypertext link points to address where the file (e.g., 
voice message) is stored (e.g., <A HREF="myweb/home/prompts.vml#promptl") (Appendix A). 
Therefore, the address is accessed using the computer system when the user selects the hypertext 
link which points to the address of the recorded file.^ The phrase "independently accessible 
address" is extremely broad. For example, the URL address of Uppaluru associated with the 
recorded audio file is an address independently accessible by any computer browser connected to 
the WWW. 



The limitation "wherein the recorded audio file is separately and directly accessible by 
anyone using the independently accessible address" reads on Uppaluru as follows. The recorded 
audio file is accessible via the WWW using a conventional web browser (col. 7, Unes 20-23) 
which means the file is accessible at virtually any location in the world. An address that is 
accessible via the WWW at virtually any location in the world can be considered a separately 
and independently accessible address by anyone. For example, an independent conq)uter is 
capable of "separately" "accessing" the recorded audio file somewhere else on the WWW. As 



^ This interpretation is consistent with the applicant's specification, which states that the user accesses the address 
where the recorded file is stored by "selecting a hyperlink pointing to the address" (page 4, lines 14-16, page 8, lines 
17-22, and page 13, lines 12-14). This intapretation is also consistent with the term "computer system", which is 
broad and certainly means more than merely a web browser. In this case, the tom "computer system" is interpreted 
as the voice browser compute, where the recorded audio file is transmitted to the compute* system (voice browser) 
for playback to the user via a telephonic connection. 
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for being "directly" accessible, the user "directly" accesses the recorded file by selecting the 
anchor (hyperlink) (abstract) consistent with the applicant's specification as discussed above.^ 

Although Uppaluru discloses that the address is independently accessible as discussed 
above, Uppaluru fails to specifically disclose that the address is "unique to the recorded audio 
file." 

However, Uppaluru teaches that the hyperlink points to as address which certainly 
appears unique to the file as discussed above. The address represents the location of the file on a 
computer connected to the Internet. If the address was not unique to the file, then the user would 
have difficulty locating and retrieving the file after selecting the hyperlink. Further, a web 
hyperlink allows the user to expressly spell out the fiiU path of the recorded file. That is, the user 
can specify the content of the hyperlink without stmctural modification to reflect the fiiU path 
(address) unique to the recorded file. Therefore, Uppaluru strongly suggests that the content of 
the hyperhnk (address) would have been unique to the file in order to successfully locate and 
retrieve the file. 

Nonetheless, Acharya teaches of a web system where a "each traditional hyperlink is 
associated with a single URL, each hyperlink is associated with a single file having a particular 
location on a particular server" (i.e., the address (col. 1, hues 35-47). Therefore, Acharya 
teaches that each hyperlink points to an address unique to the recorded audio file. 



^ See footnote 2. 
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Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to add the ability of the hyperUnk to point to an address unique to the 
recorded audio file as taught by the web access system of Uppaluru to the web access system of 
Bobo where the hyperlink points to an address of the recorded file. 

The suggestion/motivation for doing so would have been for the same reasons that 
Acharya was an obvious addition to Bobo. Therefore, see the claim 1 , Bobo in view of Acharya 
rejection for further details. 

Claim 17 differs substantively fi'om claim 1 in the following limitation. The hmitation 
"c. including the recorded audio file within a second file, such that when the second file is 
accessed using the computer system, the recorded audio file is available for playback at the 
computer system" reads on Uppaluru as discussed above where the recorded file is included in a 
second file such as "prompt, vml" that is accessed via an html file containing the anchor 
(hyperhnk) (first file).^ See the claim 1 rejection for additional details. 

Claim 22 differs substantively from claim 1 in that claim 22 recites the means to perform 
the method steps of claim 1. Therefore, see the claim 1 rejection for any additional details. In 
addition, the limitation "a. means for estabhshing a telephone connection" reads on Fig. 1, 
Telephone Set 111. The limitation "b. means for recording" reads on Fig. 1, Voice and 
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Telephony Interface 1 14 and col. 6, lines 23-30. 
Fig. 1, Voice Web Site 102. 
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The limitation c. means for storing" reads on 



Claim 30 differs substantively from claim 22 in that claim 30 recites a "circuit" and 
"systems" to instead of "means" as in claim 22. However, the "circuit" and "systems" reads on 
the "means" of claim 22. Therefore, the claim 22 rejection for any further details. 

Claim 37 differs substantively from claim 1 in that claim 37 recites a "server" and 
"systems" to perform the method steps of claim 1 . Therefore, see the claim 1 rejection for any 
additional details, "a. a call processing and recording system. . . " reads on Fig, 1, Voice and 
Telephony Interface 114. "b. a server coupled to the call processing and recording system. . . " 
reads on Fig. 1, Voice Web Site 102. 

Claim 48 differs substantively from claim 1 in that claim 48 recites that the file is played 
back to "each of one or more receiving users who access the address." This limitation reads 
upon Uppaluru where the message is played back to each of the one or more user who log onto 
the voice web system 

Claim 49 differs substantively from claim 1 in that it is more broadly recited. Therefore, 
see the claim 1 rejection for ftirther details. 



With respect to claim 8 , see col. 1, lines 33-67. 



Application/Control Number: 09/374,408 Page 35 

Art Unit: 2645 

With respect to claim 20 . see col. 1, lines 33-67. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, TfflS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time pohcy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Roland G. Foster whose telephone number is (703) 305-1491. 
The examiner can normally be reached on Mon to Fri from 9:30am to 6:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (703) 305-4895. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Pubhc PAIR. Status information for unpublished 
apphcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Roland G. Foster 
Primary Patent Examiner 
February 18, 2005 




